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DETAILED ACTION 
Response to Amendment 

1 . Claims 1-21 and 30-36 are pending in this application. 

Claim Rejections - 35 USC§112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. Claim 34 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

4. In claim 34, it is unclear how one can determine if a mail server name corresponds to an 
unknown mail server. If the mail server is unknown how would one know if a mail server 
corresponds to it. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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6. Claims 1-2,5-6,9-11, 13, 15, 18, 20-21, and 33-36 are rejected under 35 U.S.C. 102(e) as 
being anticipated by U.S. Patent Number 6,381,634 to Tello et al.. 

7. As to claim 1, Tello teaches a method of communicating with a mail server, comprising: 
determining whether a machine-selected one of a plurality of mail server names corresponds to a 
mail server associated with an on-line provider (col. 4, lines 57-67 and col. 5, lines 1-19); and 
communicating with the mail server associated with the on-line provider when the machine- 
selected one of plurality of mail server names corresponds to the mail server (col. 5, lines 15-42). 

8. As to claim 2, Tello teaches the method of claim 1, wherein the determining includes: 
providing an e-mail address for the on-line provider (col. 3, lines 48-65); converting the e-mail 
address to a mail server name associated with on-line provider (col. 4, lines 57-67 and col. 5, 
lines 1-19); and linking to a mail port of a computer having the mail server name so as to verify 
whether the mail server name corresponds to the mail server associated with the on-line provider 
(col. 4, lines 57-67 and col. 5, lines 1-19). 

9. As to claim 5, Tello teaches the method of claim 2, wherein the e-mail address includes a 
suffix portion; and wherein the converting includes obtaining the mail server name associated 
with the suffix portion from a database (col. 3, lines 48-65). 

10. As to claim 6, Tello teaches the method of claim 5, further including: downloading the 
database from a remote computer (col. 3, lines 48-65). 

11. As to claim 9, Tello teaches the method of claim 2, wherein the linking includes: 
communicating with a domain name server to determine a mail server IP address corresponding 
to the mail server name (col. 4, lines 57-67 and col. 5, lines 1-19); and connecting to the mail 
port of the mail server IP address (col. 4, lines 57-67 and col. 5, lines 1-19). 



Application/Control Number: 09/595,501 Page 4 

Art Unit: 2142 

12. As to claim 10, Tello teaches the method of claim 1, wherein the on-line provider is a 
user-selected one of a plurality of on-line providers (col. 4, lines 12-33). 

13. As to claim 11, Tello teaches the method of claim 1, wherein the communicating with the 
mail server includes: establishing at least one communication link from a group of 
communication links including an analog telephone line, a broadband link, a local are network, a 
radio frequency link, and an infrared link (col. 3, lines 7-25). 

14. As to claim 13, Tello teaches a system for e-mailing information to a recipient over the 
Internet, comprising: an electronic device adapted for periodic connection to an Internet service 
provider and to a configuration computer (col. 4, lines 35-56), the electronic device having a 
parameter memory, a storage subsystem coupled to the parameter memory and responsive to a 
command from the configuration computer for storing configuration parameters in the parameter 
memory, and an e-mail subsystem coupled to the parameter memory and responsive to a user 
request to connect to an e-mail server of the Internet service provider using a server name and to 
e-mail the information to the recipient (col. 5, lines 20-42); and a configuration program 
executable by the configuration computer to determine the server name from the user's e-mail 
address (col. 4, lines 57-67 and col. 5, lines 1-19). 

15. As to claim 15, Tello teaches the system of claim 13, wherein the electronic device has an 
interface selected form the group consisting of a dialup modem, a digital subscriber line modem, 
a cable modem, a network interface, an infrared transceiver, and a radio frequency transceiver, 
the interface adapted to connect the device to the Internet service provider (col. 3, lines 7-25). 

16. As to claim 18, Tello teaches a program storage medium readable by a computer 
apparatus, tangibly embodying a program of instructions executable by the computer apparatus 
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for configuring an electronic device to send e-mail via a mail server of an Internet service 
provider, the program storage medium comprising: a first segment of the instructions configured 
to convert an e-mail address for a user of on-line access provider to a mail server name (col. 4, 
lines 57-67 and col. 5, lines 1-42); a second segment of the instructions configured to connect to 
the mail server using access information so as to verify validity of the mail server name (col. 4, 
lines 57-67 and col. 5, lines 1-42); and a third segment of the instructions configured to 
download the mail server name and a predetermined portion of the access information to the 
electronic device (col. 4, lines 57-67 and col. 5, lines 1-42). 

17. As to claim 20, Tello teaches the program store of claim 18, further comprising: a fourth 
segment of the instructions configured to detect a change in the access information, and 
reconfigure the electronic device as required based on the change (col. 4, lines 57-67 and col. 5, 
lines 1-42). 

18. As to claim 21, Tello teaches the program storage medium of claim 18, further 
comprising: a fifth segment of the instructions configured to receive data representing 
information to be sent to a specified recipient from the electronic device, connect to the mail 
server, and using the email server, transmit the information to the specified recipient as an e-mail 
message (col. 4, lines 57-67 and col. 5, lines 1-42). 

19. As to claim 33, Tello teaches the system of claim 13, wherein the configuration program 
is further configured to query a domain name server so as to obtain an IP address associated with 
the server name (col. 5, lines 56-67, DNS look-ups are inherent to this system). 

20. As to claims 34-36, they feature limitations found in claims 13 and 33 and are rejected 
for the same reasons as claims 13 and 33. 
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Claim Rejections - 35 USC §103 

21. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

22. Claims 3-4, 7-8, 12, 14, and 19 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent Number 6,381,634 to Tello et al. in view of U.S. Patent Number 5,987,508 to 
Agraharam et al.. 

23. As to claim 3, Tello teaches the method of claim 2, wherein the e-mail address includes a 
suffix portion; however Tello does not teach pre-pending a mail server prefix to an address 
suffix. 

Agraharam teaches a method wherein an e-mail address includes a suffix portion; and 
wherein the converting includes pre-pending a selected one of a predetermined set of mail server 
prefixes to the suffix portion to form the mail server name associated with the on-line provider 
(col. 3, lines 24-50). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Tello regarding a method for delivering e-mail 
with the teachings of Agraharam regarding pre-pending a mail server prefix to an address suffix 
because a prefix allows for easier routing of e-mails (Agraharam, col. 3, lines 24-50). 
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24. As to claim 4, Agraharam teaches a method wherein an e-mail address includes a first 
prefix portion and a first separator portion, and wherein the converting includes stripping the first 
prefix portion and the first separator portion from the e-mail address (col. 3, lines 24-50), and 
appending a second separator to the selected one of a predetermined set of mail server prefixes 
so as to form the mail server name associated with the on-line provider (col. 3, lines 24-50). 

25. As to claim 7, Agraharam teaches a method including if validity of the mail server name 
is not verified, repeating the pre-pending and linking using a different one of the predetermined 
set of mail server prefixes (col. 3, lines 24-50). 

26. As to claim 8, Agraharam teaches a method wherein the suffix is a domain identifier, the 
first prefix is a mailbox identifier, the first separator is an "@" symbol, the second prefix is a 
mail server prefix, and the second separator is a "." symbol (col. 3, lines 24-50). 

27. As to claim 12, Agraharam teaches a method wherein the suffix portion includes at least 
two domain levels and a separator between each of the at least two domain levels, and wherein 
the converting further includes stripping a left-most domain level and a left-most separator from 
the suffix portion prior to the pre-pending if the suffix portion includes more than two domain 
levels (col. 3, lines 24-50). 

28. As to claim 14, it features the same limitations as claim 4 and is rejected for the same 
reasons as claim 4. 

29. As to claim 19, it features the same limitations as claim 12 and is rejected for the same 
reasons as claim 12. 

30. Claims 16-17 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent Number 6,381,634 to Tello et al. in view of U.S. Patent Number 6,525,768 to Obradovich. 
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31. As to claim 16, Tello teaches the system of claim 13; however Tello does not explicitly 
teach determining a maximum size for an email. 

Obradovich teaches determining a maximum size supported for an email (col. 29, lines 

26-40). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Tello regarding delivering e-mail with the 
teachings of Obradovich regarding determining a maximum e-mail size because oversized emails 
could exceed a device's memory space (Obradovich, col. 29, lines 26-40). 

32. As to claim 17, Obradovich teaches a system wherein the e-mail subsystem splits the 
information into one or more e-mail messages, each e-mail message having a size of not more 
than the maximum e-mail message size (col. 29, lines 26-40). 

33. As to claim 32, Tello teaches the method of claim 22; however Tello does not teach the 
device being a camera. 

Obradovich teaches a device configured to send e-mail being a camera (col. 23, lines 5- 

35). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Tello regarding delivering e-mail with the 
teachings of Obradovich regarding sending email with a camera because pictures are commonly 
transmitted by e-mail. 

34. Claims 30-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
Number 6,381,634 to Tello et al. in view of U.S. Patent Number 6,574,670 to Eguchi. 
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35. As to claim 30, Tello teaches the method of claim 22; however Tello does not teach the 
device being a scanner. 

Eguchi teaches a device configured to send e-mail being a scanner (col. 10, lines 25-44). 

It would have been obvious to one of ordinary skill in the Computer Networking art at the 
time of the invention to combine the teachings of Tello regarding delivering e-mail with the 
teachings of Eguchi regarding sending email with a scanner because pictures are commonly 
transmitted by e-mail. 

36. As to claim 3 1 , a scanner can be considered a copier. 

Response to Arguments 

37. Applicant's arguments filed 1/5/2004 have been fully considered but they are not 
persuasive. The applicant argues the following points: (a) Tello does not teach determining 
whether a machine selected one of a plurality of mail server names corresponds to a mail server 
associated with an on-line provider; (b) There is no disclosure in Tello that the mail server is 
unknown to the e-mail application program; (c) The Tello reference discloses neither the mail 
server name, a mail port number of a computer having the mail server name, nor linking to the 
mail port in order to verify whether the mail server name corresponds to the mail server; (d) 
Tello does not teach or suggest obtaining a mail server name associated with the suffix portion 
from a database; (e) Neither Agraharam nor Tello teach prepending a selected one of a 
predetermined set of mail server prefixed to the suffix portion to form the mail server name 
associated with the online provider; (f) Neither Agraharam nor Tello teach repeating the 
prepending and linking using a different one of the predetermined set of mail server prefixes if 
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validiy of the mail server name is not verified; and (g) Neither Obradovich nor Tello teach or 
suggest the maximum email message size as claimed by applicants. 

38. As to point (a), col. 6, lines 20-42 show a machine selected from one of a plurality of 
name server names corresponding to a mail server associated with an on-line provider. The first 
ISP selects a an address from list stored by the SCP corresponding to the second ISP, an online 
provider. 

39. As to point (b), for reasons pointed out in the 1 12 rejection of claim 34 this argument is 
directed towards subject matter that has been deemed indefinite. 

40. As to point (c), every mail server has a port number that is linked to in order to access the 
mail server. For example, port 25 is used to access SMTP mail servers. 

41 . As to point (d), in all email systems the mail server name is obtained from the suffix 
portion of an address. This information is stored in some form of database. 

42. As to points (e) and (f), Tello teaches this feature at col. 5, lines 28-42. 

43. As to point (g), the concept of detecting a maximum email size is viewed as obvious for 
reasons stated in the rejection of claim 16. 



Conclusion 

44. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

45. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Douglas B Blair whose telephone number is 703-305-5267. The 
examiner can normally be reached on 8:30am-5pm Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Harvey can be reached on 703-305-9705. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3800. 




Douglas Blair 



SUPERVISORY PATENT EXAMINER 




